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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed October 19, 2006 have been fully considered but they 
are not persuasive. 

2. In regard to the Applicant's argument that Chin et al. fails to suggest an 
instrument having a plurality of tissue sampling devices positioned in an array extending 
along the longitudinal axis. The Examiner disagrees. Chin et al. shows a housing 
defining a longitudinal axis, from the distal to the proximal end, having a plurality of 
tissue sampling devices extending along the longitudinal axis. The Examiner submits 
Figure 1 of Chine et al. as evidence of the claimed subject matter. Therefore, the 
Examiner believes that Chin et al. fairly teaches the invention claimed by Applicant. 

3. In regard to Applicant's argument that Levin does not teach or suggest inserting 
an instrument having an array of tissue sampling devices positioned along its length into 
a subject. The Examiner disagrees. Levin shows an instrument for removing a tissue 
sample comprising an array of tissue sampling devices for inserting into a patient. The 
Examiner submits Figure 2 illustrating the plurality of sampling devices 12 and 14 
having cutting edges 42 and 44 for sampling tissue. Therefore, the Examiner believes 
that Levin fairly teaches the Invention claimed by Applicant. 

4. In regard to Applicant's arguments that none of Chin, Levin and Burbank teaches 
or discloses inserting into the subject an instrument comprising a plurality of controllable 
tissue sampling devices arranged in an array along a longitudinal axis of a housing. 
The Examiner disagrees. The Examiner submits that Chin and Levin teach the 
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invention claimed by Applicant as discussed above. Burbank et al. teaches a tissue 
collection device including a method of a deploying control element 104 that emits RF- 
transmltted signals 106 for communication. Therefore, the Examiner believes that Chin, 
Levin, and Burbank fairly teach the invention claimed by Applicant. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-4 and 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chin et al. (5414182). In regard to claim 1, Chin et al. shows an instrument for 
removing a tissue sample including a housing 101 defining a longitudinal axis 
comprising a plurality of tissue sampling devices comprising an isolated chamber 104 
and 105 controllable to receive tissue. In regard to claim 2, the housing comprises an 
interior lumen (inside housing cover 102) with deployment control element 131. In 
regard to claim 3, the isolated chamber of the sampling device does not communicate 
said tissue sample to said interior lumen shown in figure 2 and 3A. In regard to claim 4, . 
the housing 101 is solid and the deployment device 131 is located on the exterior 
surface of the housing 101 (Figure 1). In regard to claims 8-10, the sampling devices 

1 04 and 105 are radially disposed, along the length of the outside diameter of the 
instrument (column 3 lines 55-57 Figure 1). 
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7. Claim 20 Is rejected under 35 U.S.C. 102(b) as being anticipated by Levin 
(5295990). Levin shows a method of extracting tissue samples including Inserting a 
housing with a plurality of mechanical tissue sampling/extraction devices 12 and 14 
comprising an isolated chamber 36, heating the sampling devices with heating element, 
electrosurglcal generator, causing the mechanical tissue sampling devices to collect 
and retain a tissue sample into chamber 36 and then removing the instrument from the 
subject (column 4, lines 12-26 and column 2, lines 35-41). In regard to claim 21, an 
electrical current is passed through a portion of the extraction devices 12 and 14 
(column 4 lines 27-32). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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10. Claims 5-6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chin et al. in view of Burbank et al. (20020193705). Chin et al. shows an 
instrument for removing tissue but lacks a deployment control element that emits a 
signal and vacuum sampling chambers. In regard to claims 5 and 6, Burbank et al. 
teaches a tissue collection device including a deployment control element 104 that 
emits RF-transmitted signals 106. In regard to claim 12, Burbank et ai. teaches a tissue 
sampling device including a vacuum sampling chamber 114 and 108 (Figure 1) for the 
purpose of collecting tissue. Therefore it would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Chin et al. with sampling 
chambers that comprised a vacuum and a deployment device for emitting RF- 
transmitted signals as taught by Burbank et al. since such modification would provide 
the sample device with communication means and vacuum tissue sampling. 

1 1 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chin et al. 
in view of Levin (5295990). Chin et al. shows an instrument for removing tissue, but 
lacks a deployment device with a heating element and a chamber having a heat 
conducting cover. Levin teaches an instalment for removing tissue including a 
deployment device 10 comprises a heating element, electrosurglcal generator, wherein 
the chamber 36 comprises heat conducting cover (column 4 lines 12-26). It would have 
been obvious to one having ordinary skill in the art at the time of the invention to modify 
Chin et al. with a deployment device having a heating element and a chamber with a 
heat conductive cover for the purpose of providing heating means to the tissue sampling 
device. 
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12. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chin et 
al. in view of Megahed (4305406). Chin et al. shows a tissue collection device including 
a housing 101 comprising a plurality of tissue sampling devices comprising an isolated 
chamber 104 and 105 controllable to receive tissue, but lacks disclosure of the volume 
of the chamber. Megahed teaches a device for collection liquid (blood) that comprises 
an Isolated collection chamber 50 having a volume of 400 to 500 cubic millimeters 
(column 5 lines 25-31). Megahed does not disclose expressly a chamber volume 
ranging from 0.001 to 1 cubic millimeters. At the time the invention was made, It would 
have been an obvious matter of design choice to a person of ordinary skill in the art to 
construct the chamber to have a volume of 0.001 to 1 cubic millimeter because 
Applicant has not disclosed that having a chamber volume of 0.001 to 1 cubic millimeter 
provides an advantage, is used for a particular purpose, or solves a stated problem. 
One of ordinary skill In the art, furthemnore, would have expected Applicant's invention 
to perform equally well with the chamber volume as taught by Megahed or the claimed 
volume of 0.001 to 1 cubic millimeter because both chamber volumes perform the same 
function of collecting and isolating a sample. Therefore, it would have been an obvious 
matter of design choice to modify Chin et al. to obtain the invention as specified by 
Applicant In claim 16. 

13. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chin et al. In view of Burbank et al. and in further view of Levin. In regard to claim 17, 
Chin et al. shows a method of Inserting a tissue sampling device including a housing 
101 comprising a plurality of tissue sampling devices comprising an isolated chamber 
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104 and 105 controllable to receive tissue and a deployment device 131 , but lacks a 
method of contacting the deployment device with a deployment signal and removing the 
tissue sample and sealing the chamber. Burbank et al. teaches a tissue collection 
device including a method of a deploying control element 1 04 that emits RF-transmitted 
signals 106 for communication. Levin teaches an instrument for removing tissue 
including a method of deploying deployment device 10 comprising a heating element, 
electrosurgical generator, wherein the chamber 36 comprises heat conductive cover 
which seals chamber 36. In regard to claim 18, Chin et al. teaches a method of 
deploying sampling devices 104 and 105 simultaneously (column 4, lines 32-35). In 
regard to claim 19. Levin teaches a method in which the sampling device is deployed 
temporally (column 3, lines 66-68). Therefore it would have been obvious for one 
having ordinary skill in the art a the time of the invention to modify Chin et al. with a 
method for contacting the deployment signal and removing a tissue sample and sealing 
the chamber as taught by Burbank et al. and Levin for the purpose of providing 
communication, heating and sealing means for the tissue collection instrument. 
14. Claims 22-23 rejected under 35 U.S.C. 103(a) as being unpatentable over Levin 
and Burbank et al. Levin shows a method of extracting multiple tissue samples, but 
lacks a method of applying a differential pressure or pressurizing the chamber. In 
regard to claims 22 and 23, Burbank et al. teaches a method of applying a vacuum 108 
to the sample chamber 1 14 in which tissue extractor 102 extracts tissue sample into 
sampling chamber 1 14 but sucking. Therefore it would have been obvious to one 
having ordinary skill in the art at the time of the invention to modify Levin with a method 
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of applying a differential pressure or pressurizing the chamber as taught by Burbank et 
al. since such modification would provide a method of applying a differential pressure to 
extract the tissue sample. 

15. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Levin in 
view of Larose (5531756). Levin shows a method of extracting tissue but lacks a 
method of imaging a location of the sample. Larose teaches a method of extracting 
tissue that comprises of a method of inserting a fiber-optic device 62 into the location of 
the tissue sample for imaging the site on a monitor 66. It would have been obvious to 
one having ordinary skill in the art at the time of the invention to modify Levin with a 
fiber-optic device as taught by Larose for the purpose of providing a method of imaging 
a location of the sample fiber optically. 

Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this OfHce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristin D. Rogers whose telephone number Is 
571.272.7293. The examiner can normally be reached on Monday through Friday 
8:00am - 4:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571 .272.4726. The fax phone number 
for the organization where this application or proceeding Is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiatlon for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Infonnation for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. ^ 





